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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 5-8, 11-14, and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over SINGH et al. (5,204,126) and in further view of YAMANA et al. 
(5,804,674). 

Regarding Claims 1 , 6, 7, 12, and 13, SINGH et al. discloses a method of 
molding optical lenses comprising a plurality of mold components with molding surfaces 
together defining a molding cavity (Figure 4) wherein said mold is obtained by 
polymerizing film forming substances containing polymerizable moieties that are 
polymerized by heating (Col.3, lines 27-40). SINGH et al. teach that a mold internally 
shaped for casting optical lenses therein have internal surfaces coated with a film in 
accordance with the method of: 

- providing a composition of polymerizable molecules; 

- applying said composition to said mold surfaces; and 

- leaving said composition on said surfaces for a sufficient period of time to 
allow a sufficient number of said molecules to migrate from said composition 
toward said surfaces and to spontaneously self-assemble in-situ on said 
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surfaces and attach themselves thereto to form a substantially continuous thin 
film thereon (Col. 10, lines 50-66). 
SINGH et al. is silent to the polymerizable compound being that of the compound 
in instant claim 1 . However, YAMANA et al. discloses a mold release agent superior in 
a release performance for various molding materials giving a long mold release life and 
improves surface finishing properties of a molded article (Col. 2, lines 28-32). The said 
mold release agent comprises a polymerizable compound containing: 
A) a silane compound represented by the general formula: 

wherein R1 is a hydrocarbon group or a halogenated hydrocarbon group, or 

R' 

I 

— S=C— R 4 

(each of R3 and R4 is a hydrocarbon group having 1 to 4 carbon atoms), 

—COR ! 

(R5 is a hydrocarbon group having 1 to 4 carbon atoms) or 

r 

(R6 is a hydrocarbon group having 1 to 4 carbon atoms); 

R2 is hydrocarbon group or halogenated hydrocarbon group having 1 to 4 
carbon atoms; and n is 3 or 4 (Col. 2, lines 39-51 ) (represents Y and/or Z polymerisable 
groups of instant claims); and 
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B) a fluorine-containing compound having at least two hydroxyl groups or alkoxyl 
groups in one molecule. It may be represented by the formula: 

ii i 

3fl_ A* —O—C—C =CH f 

Wherein Rf2 is a perfluoroalkyl group having 6 to 21 carbon atoms; 
A4 is an alkylene group having 1 to 6 carbon atoms; and 
A5 is a hydrogen atom or a methyl group (Col. 6, lines 57-66). Specific examples 
of compound B) are 

CH 2 — CHCO-CH-CH^CF^XF^ 

ce 2 =c(CHjcoxa(CF~> 5 cF; { 

CH ; =CH03 Z (CH 2 ) 8 (CF 2 ) IS CF 3 . 5 
CH a --CHC0 2 CH(CH 3 )CH 2 (CF 2 ) a CF(CH s ) 2 , 
Ca^C^COaCHjCHjCCF^iXFCCH^and 
OI^HCQXHXH^CF^CFs, (Co | 7 , ines 2 2- 

29) (represents X as a polymerisable group of instant claims); and 

C) a polymer of a perfluoroalkyl group-containing (meth) acrylate ester (Col. 2, 
lines 66-67) represented by the formula: 

B3 

\ 

CSj=C— COOS* 

Wherein each of B1 and B3 is a hydrogen atom, a fluorine atom or a methyl 
group (Col. 8, lines 25-27) (represents Y or Z polymerisable groups of instant claims). 

Furthermore, YAMANA et al. teach that the said release agent is applied to an 
internal surface of a mold; curing the mold release agent to form a cured film in the mold 
wherein curing is formed by heat (Col. 10, lines 1-22); charging a molding composition in 
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the mold: molding the molding composition to a molded article; and demolding the 
molded article from the mold (Col .22, lines 17-22). 

SINGH et al. discloses a need for a mold surface with ultra thin film that remains 
on the substrate surface and provides excellent abrasion resistance along with excellent 
release properties (Col. 3, lines 17-20). YAMANA et al. provides a release agent that is 
formed into a cured film that is superior in a release performance for various molding 
materials giving a long mold release life and improves surface finishing properties of a 
molded article (Col.2, lines 28-32). Therefore, it would have been obvious to one of 
ordinary skill in the art to have modified the method of molding optical lenses wherein 
said mold is obtained by polymerizing film forming substances containing polymerizable 
moieties of SINGH et al. to include the particular release agent comprising the 
polymerizable moieties groups A, B, and C of YAMANA et al. to prevent abrasion on 
molded articles and provide excellent release of the molded articles from the mold. 

Regarding Claims 2, 8, and 14, YAMANA et al. discloses said polymerizable 
groups comprises butyl vinyl ether, vinyl acetate, and (meth)acrylate (Col. 7, lines 52- 
55). 

Regarding Claims 5, 1 1 , and 17, YAMANA et al. discloses that the weight ratio of 
the silane compound (A) to the flourine-containing compound (B) is from 2/98 to 30/70 
in order to obtain a good crosslinked film for superior mold releasability (Col. 9, lines 25- 
30). 

Regarding Claim 18, SINGH et al. discloses the shape of the mold to be 
aspherical and is made of said polymerisable material (See Figure 4 and Col. 3, lines 
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27-40) but is silent to an aspect ratio of the layer thickness. However, it would have 
been a matter of choice which a person of ordinary skill in the art would have found 
obvious absent persuasive evidence that the aspect ratio of the layer thickness was 
significant. 



3. Claims 3, 1 0, and 1 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over SINGH et al. (5,204,126) in view of YAMANA et al. (5,804,674) as applied to 
claims 1, 2, 5-8, 11-14, and 17-18 above, and in further view of NAKAKIMURA et al. (JP 
10-190245). 

The teachings of SINGH et al. and YAMANA et al. are applied as described 
above for claims 1,2, 5-8, 11-14, and 17-18. 

Regarding Claims 3, 10, and 16, modified SINGH et al. does not explicitly 
disclose the starting material as 2, 2'-(2, 2,3,3,4,4, 5,5-octafluoro 1 ,6-hexanyloxymethyl) 
diepoxide. However, NAKAKIMURA et al. discloses in Formula 5: 

A A 

H2C-CH-CH 2 -OCH2{CF 2 )4CH 2 0-CH2-CH — CH 2 

which is the starting material of the claimed invention comprising glycidylether groups 
used for optical lenses. It would have been obvious to one of ordinary skill in the art to 
have incorporated the said starting material of NAKAKIMURA et al. for the method of 
molding optical lenses of modified SINGH et al. for the purpose of fabricating an optical 
device from a material known in the art to be suited for optical applications. 
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4. Claims 4, 9, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over over SINGH et al. (5,204,126) in view of YAMANA et al. (5,804,674) as applied to 
claims 1, 2, 5-8, 11-14, and 17-18 above, and in further view of TAKAHASH I 
("Improvement of Photo Cured Composite Resin Using Low Viscosity Monomer 
Substituted by Fluorine" by Journal of the Japanese Society for Dental Materials and 
Devices). 

The teachings of SINGH et al. and YAMANA et al. are applied as described 
above for claims 1 , 2, 5-8, 1 1 -1 4, and 1 7-1 8. 

Regarding Claims 4, 9, and 15, modified SINGH et al. does not explicitly disclose 
the starting material as 2,2,3,3,4,4,5,5-octafluoro 1,6-hexanediol-dimethacrylate. 
However, TAKAHASHI discloses a photocurable fluorinated monomer FHDDMA 
(2,2,3,3,4,4,5,5-octafluoro 1 ,6-hexanediol-dimethacrylate) (Abstract). It would have 
been obvious to one of ordinary skill in the art to have incorporated the photocurable 
polymerizable monomer of TAKAHASHI for the organic material of modified SINGH et 
al. for the purpose of curing the polymerizable material of modified SINGH et al. 

5. Claims 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
SINGH etal. (5,204,126) and in further view of NAKAKIMURA et al. (JP 10-190245). 

Regarding Claims 19 and 20, SINGH etal. discloses a method of molding optical 
lenses comprising a plurality of mold components with molding surfaces together 
defining a molding cavity that is spherical (see Figures 3 and 4) wherein said mold is 
obtained by polymerizing film forming substances containing polymerizable moieties 
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that are polymerized by heating or cured by exposure to an ultraviolet light source after 
applying it to the substrate surfaces (Col.6, lines 30-33). Polymerization is completed in 
less than one minute (Col.6, lines 39-40) and once the film has formed and is attached 
to the substrate surface, the excess composition is removed (Col.6, lines 42-44). 

SINGH et al. does not explicitly disclose the starting material as 2,2'- 
(2,2,3,3,4,4,5,5-octafluoro 1 ,6-hexanyloxymethyl) diepoxide. However, 
NAKAKIMURA et al. discloses in Formula 5: 

A A 

H2C-CH-CH 2 -OCH2<CF 2 UCH20~CH 2 - CH — CH 2 

which is the starting material of the claimed invention comprising glycidylether groups 
used for optical lenses. It would have been obvious to one of ordinary skill in the art to 
have incorporated the said starting material of NAKAKIMURA et al. for the method of 
molding optical lenses of modified SINGH et al. for the purpose of fabricating an optical 
device from a material known in the art to be suited for optical applications. 

Regarding Claim 20, SINGH et al. discloses the said film can be reused as a 
release coating to cast not less than 10 lenses and preferably more than 20 lenses 
(overlaps claimed range of at least 100 lenses) before renewal of the release coating is 
necessary. Thus, the film minimizes the amount of cleaning necessary before the old 
can be reused, and the release coating does not have to be renewed after each lens is 
cast (Col.8, lines 61-68). 
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Response to Arguments 

6. Applicant's arguments filed June 9, 2010 have been fully considered but they are 
not persuasive. 

Applicant Argues: 

a) Reconsideration and withdrawal of at least the additional requirement of 
election of species is respectfully requested. 

b) Yamana et al. does not cure the deficiencies of the primary reference, and, it 
is submitted, is not properly combined therewith in view of the primary reference 
disclosure that to be effective in the reference method, the sole material that forms the 
film must consist essentially of amphiphilic molecules which migrate to the surface and 
bond therewith. Yamana et al. is contrary to this requirement. 

c) The Examiner's assertion of predictability flies in the face of the failure of 
those skilled in the art to achieve similar results with various compounds, and appears 
to be based on impermissible hindsight and the use of applicant's disclosure against 
him. 

Examiner respectfully disagrees with the Applicant's above arguments and would 
like to point out the reason(s) as discussed in the rejection: 

a) The species are independent or distinct because claims to the different 
species recite the mutually exclusive characteristics of such species. In addition, the 
species are not obvious variants of each other based on the current record. 

There is an examination and search burden for the patentably distinct species 
due to their mutually exclusive characteristics. The species require a different field of 



Application/Control Number: 10/509,477 Page 10 

Art Unit: 1791 

search (e.g., searching different classes/subclasses or electronic resources, or 
employing different search queries); and/or the prior art applicable to one species would 
not likely be applicable to another species; and/or the species are likely to raise different 
non-prior art issues under 35 U.S.C. 101 and/or 35 U.S.C. 112, first paragraph. 

Therefore, the request for withdrawal of the requirement of the election of 
species is denied. 

b) In response to applicant's argument that there is no teaching, suggestion, or 
motivation to combine the references, the examiner recognizes that obviousness may 
be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988), In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992), and KSR 
International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 1385 (2007). 

Applicant is correct that primary reference Singh et al. discloses that the film 
composition is made of polymerizable amphiphilic molecules. However, Singh et al. 
further discloses that the method of molding optical lenses is not limited to only a 
polymerizable composition comprising amphiphilic molecules but that other types of film 
forming substances and coating compositions may be used in the invention of molding 
optical lenses (Col.1, lines 15-18). Furthermore, SINGH et al. discloses a need for a 
mold surface with ultra thin film that remains on the substrate surface and provides 
excellent abrasion resistance along with excellent release properties (Col. 3, lines 17- 
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20). YAMANA et al. discloses that in related art, fatty acids (amphiphilic molecules) 
have been used as mold release agents but have poor release life and properties. 
YAMANA et al. provides a release agent that is formed into a cured film that is superior 
in a release performance for various molding materials giving a long mold release life 
and improves surface finishing properties of a molded article (Col. 2, lines 28-32). In 
addition, YAMANA et al. discloses that reapplication of the mold release agent is not 
necessary. Therefore, it would have been obvious to one of ordinary skill in the art to 
have modified the method of molding optical lenses wherein said mold is obtained by 
polymerizing film forming substances containing polymerizable moieties of SINGH et al. 
to include the particular release agent comprising the polymerizable moieties groups A, 
B, and C of YAMANA et al. to prevent abrasion on molded articles and provide excellent 
release of the molded articles from the mold. 

c) In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 



Conclusion 
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7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stella Yi whose telephone number is 571-270-5123. 
The examiner can normally be reached on Monday - Thursday from 8:00 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571-272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SY 

/Jeff Wollschlager/ 

Primary Examiner, Art Unit 1791 



